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Detailed Action 

This Office action is responsive to tlie reply filed on 25 September 2008. Per the 
reply, claims 1 and 8-1 1 have been amended, claims 7 and 17 have been cancelled and 
new claim 18 has been added. Accordingly, claims 1-6, 8-16 and 18 are currently 
pending and under examination. 

In light of the amendments to claims 1 , 9 and 1 1 which incorporate the limitations 
of claim 7 or claim 9, the rejection of claims 1-6 and 11-15 over Nesvadba as presented 
in the last Office action is withdrawn. However, upon further consideration, the 
indicated allowability of claim 7 (corresponding to amended claim 1) is withdrawn in 
view of the newly discovered prior art to Demme. Rejections based on the new 
reference follow. 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 1 is objected to because of the following informality: in the sixth line, the 
reference notation "II)" should be changed to -(!!)-- for consistency in terminology {cf., 
reference notation recited in subsequent line). Appropriate correction is required. 

Claims 1-6, 8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US 3222334 (Demme). 
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Applicants' invention, as recited in claim 1, is a polymerizable composition 
comprising 

a) an ethylenically unsaturated monmer; 

b) a radical polymerization initiator; and 

c) a hydroxylamine, a nitrone or an alkyi N-oxid having a molecular weight of 
more than 250 g/mol, where the hydroxylamine, the nitrone and the alkyI N-oxid 
are of defined formulae (I), (II) and (III). 

Demme is directed to N,N-dialkylhydroxyl amines as shortstopping agents for 
emulsion polymerization systems. Specific disclosure is provided to shortstopping the 
polymerization of butadiene with styrene by adding N,N-diisopropylhydroxylamine or 
N,N-diethylhydroxylamine to a polymerization recipe containing a specific type of free 
radical initiator (a,a'-azodi-isobutyronitrile) at a conversion level such that unreacted 
monomer(s) is still present in the reaction mixture; e.g., at 60.0 or 60.6 % conversion 
(see Example 4 and Table IV in cols. 5-6). The resultant latex would thus comprise 
species of applicants' components a) and b) together with other components such as 
styrene-butadiene elastomer, which are not excluded from the claimed composition 
given the open transition language of claim 1. 

Examiner acknowledges that both N,N-diisopropylhydroxylamine and N,N- 
diethylhydroxylamine have molecular weights too low to qualify as applicants' 
component c), this being the essential difference between Demme and the claimed 
invention; nevertheless, because of availability, Demme teaches that N,N- 
dialkylhydroxylamines containing up to about 18 carbon atoms in each alkyI group will 
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be used and mentions as specific compounds operable in tlie disclosed invention, N,N- 
di-decylhydroxylamine and N,N-dioctadecylhydroxylamine, along with nine other 
species including N,N-diisopropylhydroxylamine and N,N-diethylhydroxylamine (see col. 
2, lines 42-60). Both N,N-di-decylhydroxylamine and N,N-dioctadecylhydroxyl amine 
have a molecular weight above 250 g/mole (313 and 537, respectively) and each 
anticipates applicants' formula (I) when R1-R4 are hydrogen and R5 and Re are a C10 or 
a C18 alkyi, as per present claim 10. 

Given the teaching of N,N-di-decylhydroxylamine and N,N-dioctadecylhydroxyl 
amine as members of a relatively small genus of alternative shortstopping agents, there 
would have been a reasonable expectation of either performing equivalently to N,N- 
diethyl- or N,N-diisopropylhydroxylamine when added to an emulsion polymerization 
after the desired degree of conversion is reached. Motivated by an expectation of 
equivalent performance, it would have been obvious to one of ordinary skill in the art to 
modify Demme by adding N,N-di-decylhydroxylamine or N,N-dioctadecylhydroxylamine 
to the polymerization recipe disclosed in, e.g.. Example 4 in lieu of the latter, lower 
molecular weight compounds. The result would be a reaction mixture comprising the 
requisite components of applicants' composition as defined in claims 1, 2, 4-6, 8 and 10. 
As to claim 3, addition of the disclosed N,N-dialkylhydroxylamines to the polymerization 
of monomers conforming to the claimed formula is at least suggested by Demme; see 
column 2, lines 20-27 where their use in the polymerization of acrylates, methacrylates 
and (meth)acrylamides is proposed. As polymers of these vinyl-type monomers have 
well known commercial utility, it would have been obvious to one of ordinary skill in the 
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art to include such monomer in the recipe of Demme to which the aforenoted 
hydroxylamine is to be added upon reaching the desired degree of polymerization. 

Claim 16 stands rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Nesvadba. 

The rejection is maintained substantially as indicated in the last Office action (see 
pages 3-4 thereof) and for the reasons which follow. 

Applicants' arguments with respect to claim 16 have been fully considered but 
they are not persuasive. 

From the remarks on page 1 1 of the reply, applicants' position appears to be that 
because process claim 1 1 has been amended to include the limitations of claim 9, 
which was objected to in the last Office action as being dependent upon a rejected base 
claim, but otherwise allowable, and because product-by-process claim 16 depends from 
claim 11, claim 16 must likewise be allowable. 

Issue is taken with this position inasmuch as each statutory class of claims 
should stand on its own merits. A product produced by a novel and unobvious process 
is not necessarily patentable. See MPEP 21 13 and cases cited therein. As noted in the 
prior Office action and not disputed by applicants, Nesvadba exemplifies use of initiator 
compounds meeting the claim 1 1 limitations as to minimum molecular weight and alkyl- 
N-O functionality to produce block copolymers having molecular weight parameters 
commensurate with the corresponding parameters of applicants' (co)polymers. 
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Particularly as to Mn, Mw and PD, see Nesvadba Examples B13 and B15-B17 and cf. 
page 1 1 , line 30 to page 12, line 2 of the present specification. In the absence of a 
showing that the instantly recited process necessarily results in a different polymer than 
those obtained by the processes exemplified by Nesvadba, the continued rejection of 
claim 16 is still deemed tenable and therefore must be maintained. 

Claims 9, 11-15 and 18 are allowable on the present record. 

In view of the new grounds of rejection, this action is made non-final. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner F. M. Teskin whose telephone number is 
(571 ) 272-1 116. The examiner can normally be reached on Monday through Thursday 
from 7:00 AM - 4:30 PM, and can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu, can be reached on (571 ) 272-1 114. The appropriate fax phone 
number for the organization where this application or proceeding is assigned is (571) 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
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For more information about the PAIR system, see <littp://pair-direct.uspto.gov> . Siiould 
you liave questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Fred M Teskin/ 

Primary Examiner, Art Unit 1796 
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